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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address •• 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply end will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 10 October 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) E3 Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) I3 The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 10 October 2003 is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 371 1 

DETAILED ACTION 



Specification 

1 . The disclosure is objected to because of the following informalities: The term 
"patent layer" on page 5 lines 11 and 17 do not make sense. It is uncertain what a 
patent layer is. 

Appropriate correction is required. 

Drawings 



2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the alignment line in 
claims 7 and 8 must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
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description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as 
per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1 , 3-4 and 7 contain the term "patent layer". 
It is an indefinite term. It is uncertain what the meaning is. Claims 2 and 5-6 are 
rejected for depending on a rejected base claim. 



Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 , 5, 7-9, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Huang (5,997,421). 

Huang discloses an elastic sleeve (Col. 5, Lns. 1 1-21 , See U.S. 5,997,421 (Col. 
5, Lns. 56-67)), shock proof material in the form of felt (Abstract, Ref. No. 22), an 
adhesive layer in the form of double sided tape between a sleeve and strip (Col. 4, Lns. 
63-67), two long sides peel into a specific thickness (Fig. 7, Ref. No. 22), a stop surface 
covered with a layer in the form of polyurethane (Ref. No. 26), a top layer having an 
alignment line in the form of edge prior to sections 42 and 44 (Figs. 10, 20), and a strip 
being of unity in the form of both layers are secured together (Col. 3, Lns. 65-67). 

7. Claim 8 is rejected under 35 U.S.C. 1 02(b) as being anticipated by Goodwin. 
Goodwin discloses a rubber (Col. 2, Lns. 1-10) strip having two long sides (Figs. 

2-3) with the sides peeling into a specific thickness (Fig. 4) and an alignment line 
disposed on a surface in the form of the edges of the strip prior to the reduction in 
thickness (Figs. 4, 7). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ulrich in 
view of Jaw. 

Ulrich discloses an elastic cylinder sleeve (17, [0027]), a shockproof layer (26) in 
the form of foam rubber disposed on a first recess (26, Figs. 6-7, [0027]), a surface 
layer (24) in the form of polyurethane ([0027], Fig. 7), two long sides (Fig. 5), and an 
adhesive disposed between a sleeve and a strip ([0026]). 

Ulrich lacks two long sides peeling in thickness. Jaw discloses a strip placed in 
channels with the sides peeling in thickness (Fig. 7) in order that the strip may be 
closely bonded on a sleeve ([0028]). In view of the reference of Jaw it would have been 
obvious to modify the grip of Ulrich to have two long sides peeling in thickness in order 
that the strip may be closely bonded on a sleeve. 

1 0. Claim 2 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Ulrich in 
view of Jaw as applied to claim 1 above, and further in view of Anaya. 

Ulrich discloses a shock proof layer being a foamed rubber ([0027]). 

Ulrich lacks a styrene like and ethylene monomer foam. Anaya discloses foam 
rubber ([0028]) being used as a first layer (32, Fig. 3) made of styrene and ethylene 
monomer ([0021]) for a hand grip ([0050]) in order to provide padding ([0016]). In view 
of the publication of Anaya it would have been obvious to modify the grip of Ulrich to 
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have a shockproof layer being styrene like and ethylene monomer foam in order to 
utilize a foam rubber used in the market place. 

11. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Huang 
(5,997,421 ) in view of Hueber, Kutny and Hill. 

Huang lacks an UV layer capable of coloration. 

Huber discloses grips of golf tools having UV protection (Col. 4, Lns. 35-43). 
Kutny discloses grips for sporting equipment having UV protection in the form of a 
coating (Claim 6). In view of the references of Hueber and Kutny it would have been 
obvious to modify the grip of Huang to have a UV protection coating in order to protect 
the grip from long term exposure to sunlight. 

Hill discloses adding additives to a UV protection coating as colorant (Col. 3, Lns. 
63-67). In view of the patent of Hill it would have been obvious to have an UV layer 
capable of coloration in order to allow one skilled in the art to use an UV coating in 
making a club with visually indication as where a grip is on a club and to make a grip 
visually pleasing to a golfer by having a certain color. 

12. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oseroff in view of Huang (5,797,813), Davis and Hewitson. 

Oseroff discloses a strip having two long sides (Fig. 5) with the sides peeling into 
a specific thickness (Fig. 6). 
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Oseroff lacks an elastic cylinder, a covering, an adhesive layer disposed between 
a sleeve and a strip, and a layer on a top surface made from oil based ink. 

Huang discloses an elastic sleeve (Col. 5, Lns. 1 1-21, See U.S. 5,997,421 (Col. 
5, Lns. 56-67)), and an adhesive layer in the form of double sided tape between a 
sleeve and strip (Col. 4, Lns. 63-67). In view of the patent of Huang it would have been 
obvious to modify the grip of Oseroff to have an elastic sleeve in order to contain the 
strip material. In addition, in view of the patent of Huang it would have been obvious to 
modify the grip of Oseroff to have an adhesive layer disposed between a sleeve and a 
strip in order to insure the strip is secured to the sleeve. 

Davis discloses a coating which is oil based (Col. 1, Lns. 50-60) in order to apply 
an extremely soft and tacky coating to a grip (Abstract). In view of the patent of Davis it 
would have been obvious to modify the grip of Oseroff to have a layer on a top surface 
made from an oil based material in order to apply an extremely soft and tacky coating to 
a grip. Hewitson discloses a coating having ink in the form of coloration ([0034]). In 
view of the reference of Hewitson it would have been obvious to modify the coating of 
Oseroff to have ink in order to allow one skilled in the art to add coloration to a grip 
along with adding softness and tackiness. 

13. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Huang 
(5,997,421) in view of Manual. 

Huang discloses a grip weight as an example weighing 41 grams (Table, Col. 6). 
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Huang does not disclose the ratio of the weight of the sleeve to the strip and 
adhesive layer but clearly one exists and one skilled in the art would have selected a 
suitable ratio to have a sufficient amount of strip material to cushion a player's hand in 
which a sleeve being 5 times the weight of a strip and adhesive layer is included. 

Huang lacks a handle having a weight in the range of 35-37 grams and a sleeve 
being 5 times the weight of a strip and adhesive layer. Manual discloses a grip having a 
sleeve and a material around a sleeve (Fig. 4) having a total weight of 20-50 grams 
(Claim 16). In view of the patent of Manual it would have been obvious to modify the 
grip of Huang to have a handle having a weight in the range of 35-37 grams in order to 
provide a light weight club to a player. 

It would have been obvious to modify the grip of Huang to have and a sleeve 
being 5 times the weight of a strip and adhesive layer in order to have sufficient strip 
material to cushion a player's hands. 

14. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Goodwin 
in view of Anaya. 

Goodwin lacks a shockproof layer being styrene like and ethylene monomer 

foam. 

Anaya discloses foam rubber ([0028]) being used as a first layer (32, Fig. 3) 
made of styrene and ethylene monomer ([0021]) for a hand grip ([0050]) in order to 
provide padding ([0016]). In view of the publication of Anaya it would have been 
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obvious to modify the grip of Goodwin to have a shockproof layer being styrene like and 
ethylene monomer foam in order to utilize a rubber used in the market place. 

15. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Goodwin 
in view of Huang (6,629,901) and Davis. 

Goodwin lacks an alignment line being made from an oil-based ink. 

Huang discloses multicolor segments on a grip tape which is wrapped around a 
shaft where the line formed by the different color segments would be able to be used to 
align a grip when wrapping (Col. 3, Lns. 53-67). In view of the patent of Huang it would 
have been obvious to modify the grip of Goodwin to have a grip tape with different color 
segments in order to make a grip visual pleasing to a golfer. As such the line formed by 
the different color segments would be able to be used to align a grip while wrapping. 

Hill discloses a coating having color (Col. 3, Lns. 63-67). Hill does not disclose 
the type of color but clearly an artisan skilled in the art of using a coating to color an 
object would have used a suitable type of color in which an oil based color is included. 
In view of the references of Hill it would have been obvious to modify the grip of Huang 
to have the grip coloring being a coating in order minimize the amount of coloring 
needed to color a strip and in order to add other features to a surface of a grip material. 

It would have been obvious to modify the strip of Goodwin to use an oil-based 
color in order to utilize a type of color used in the market place. 
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Conclusion 



16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Huang (5,797,81 3) discloses materials for a sleeve. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steve Blau whose telephone number is (703) 308-2712. 
The examiner is available Monday through Friday from 8 a.m. to 4:30 p.m.. If the 
examiner is unavailable you can contact his supervisor Greg Vidovich whose telephone 
number is (703) 308-1513. Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist whose telephone number is 
(703) 308-0858. (TC 3700 Official Fax 703-872-9306) 



sib/ 28 June 2004 




STEPHEN BLAU 
PRIMARY EXAMINER 



